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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application Is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
6/24/2009 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to the independent claims have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a whtten description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 7 and 1 1 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 

the invention. 

Regarding claims 7. the claim language consists of a first generation unit, a 
second generation unit, and a third generation unit. However, the Specification does 
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not explicitly describe these units. In view of this, it is difficult to ascertain which of the 
parts described in the detailed description correlate to the first, second, and third 
generation units. 

Regarding claim 11. the claim language describes a first generation unit. The 
above described difficulties are applicable to this claim as well. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3, 7, 8, and 10-13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fischer(U.S. 6,373,588) in view of Noda(U.S. 6,267,517) and further 
in view of lwasaki(U.S. 6,249,741). 

Regarding claim 7, Fischer teaches an information processing apparatus(host 45 
in figure 1) for sending a print job to a printing apparatus(printer 10 in figure 1), said 
information processing apparatus comprising: a first generation unit adapted to 
generate a combined print job by combining a first print job and a second print job, the 
first print job including first page data and first banner print data for printing first banner 
information. (Figure 5, step 325 teaches a multiple copy operation that combines 
all the copies. This reads on the combining a first and second print job. The first 
generation unit is inherently taught in this reference. Furthermore, figure 5, step 
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330 teaches that each print job consists of the banner data as well. This reads on 
the first banner print data stated in the claim language.) 

Fischer also teaches a sending unit adapted to send the first page data and the 
second page data to the printing apparatus, as the combined print job. (Column 10, 
lines 13-25 teaches that the combined copy job is outputted. This, in turn, 
inherently teaches the sending unit stated in the claim language. Note that figure 
1 illustrates this concept as well.) 

But Fischer is silent on the second print job including second page data different 
from the first page data and second banner print data for printing second banner 
information different from the first banner information. 

Noda, on the other hand, teaches a second print job including second page data 
different from the first page data and second banner print data for printing second 
banner information different from the first banner information. (Column 5, lines 10-20 
teaches that a banner data is different for each user. This reads on the second 
banner print data being different from the first banner information.) 

Therefore, it would have been obvious for one of ordinary skill in the art, at the 
time of the present invention, to modify Fischer with Noda to put forth an information 
processing apparatus wherein a plurality of jobs are combined, each of the jobs having 
a different banner data. 

The motivation behind the modification is to combine not just jobs with similar 
banner data but also combine jobs with different banner data. This way, if the user 
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desires different jobs to be grouped together and printed at one location, it can be 
realized. 

But the combination of Fischer and Noda falls to teach a second generation unit 
adapted to generate new data for printing new Information, the new print Is for printing 
new information different from the first information and the second information. This 
combination also fails to teach sending the new print data so that the new print 
Information, without printing the first Information and the second Information Is printed. 

IwasakI, on the other hand, teaches, a second generation unit adapted to 
generate new data for printing new information, the new print is for printing new 
information different from the first Information and the second Information. (Column 7, 
lines 15-20 teaches N itineraries. The N itineraries read on the first and second 
information. This reference also teaches that the group schedule data is 
produced from combining the N itineraries. The group schedule data reads on 
the new print information. Note that the ability to produce the new group 
schedule data inherently teaches a generation unit that can generate it.) IwasakI 
also teaches sending the new print data so that the new print Information, without 
printing the first information and the second Information is printed. (Column 7, lines 
40-55 teaches the creation of the new data. Also note that printer 42 in figure 1 
can print the newly combined data.) 

Therefore, It would have been obvious for one of ordinary skill In the art, at the 
time of the present Invention, to modify Fischer and Noda with IwasakI to fully put forth 
the apparatus claimed In claim 7 wherein a second generation unit adapted to generate 
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new banner print data for printing new banner information wlierein the new banner print 
is for printing new banner information different from the first banner information and the 
second banner information for the combined job. The combination also teaches 
sending the new banner print data so that the new banner print information, without 
printing the first banner information and the second banner information, is printed on a 
sheet. 

The motivation behind this combination is to create revised data since the old 
banner data is no longer applicable since that only applies to the jobs before the 

combination. 

Regarding claim 1. it is rejected in the same manner as claim 7 since a 
corresponding method claimed is disclosed. 

Reaardina claims 2 and 1 1 . the combination of Fischer, Noda, and Iwasaki 
teaches the combined print job data is generated by disabling data execution of banner 
printing included in the first and second print jobs. (Column 10, lines 13-25 of Fischer 
teaches that banner sheet is not outputted for each copy, rather only for the 
combined print job. This is an example of disabling banner data printing for each 
of the plurality of print jobs.) 

Regarding claims 3 and 12. Fischer teaches setting layout information on a 
number of pages laid out on a print sheet for the single print job. (Column 2, lines 43- 
48 teaches page settings with respect to the document portion of the print job.) 
Fischer also teaches that the layout information is applied to the combination print data 
without being applied to the banner print data, and the single print job is outputted to the 
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printing apparatus in tlie output step. (Column 2, lines 48-51 teaches that the layout 
information of the banner page is independent of the rest of the print data. Figure 
4 teaches that the printer 10 outputs the combined job data.) 

Regarding claim 8. Fisclier furtlier teaclies a computer-readable storage medium 
storing a computer-executable program for causing a computer to implement the 
printing control method. (Column 3, lines 45-55) 

Regarding claims 10 and 13. Fischer teaches that banner print data is data 
indicating designation of banner printing or banner pages. (Column 1, lines 15-25 
details some examples of banner print data that is printed.) 

5. Claims 15 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fischer(U.S. 6,373,588) in view of Noda(U.S. 6,267,517), 
lwasaki(U.S. 6,249,741), and Sakai(U.S. 5,887,223). 

Regarding claim 15 and 17, the combination of Fischer, Node, and Iwasaki 
teaches the subject matter claimed in the respective base claims. Fischer further 
teaches that user data such as the name of the user is included in the banner 
sheet(column 1, lines 15-25). 

But this combination fails to teach that a print time is also included in the banner 

sheet. 

Sakai, on the other hand, teaches that the print time is included in a banner 
sheet, (column 8, lines 35-40) 
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Therefore, it would have been obvious for one of ordinary skill in the art, at the 
time of the present invention, to modify Noda, Fischer, and Iwasaki with Sakai to fully 
put forth the subject matter claimed in claims 15 and 17. 

The motivation behind this modification is to provide a banner sheet with as 
much as information as possible so that the user can easily distinguish the printed jobs. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASHISH K. THOMAS whose telephone number is 
(571)272-0631 . The examiner can normally be reached on Mon-Fri from 0700-1530 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on 571-272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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